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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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DETAILED ACTION 



Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-7, drawn to a device for inserting piston rings into a cylinder, 
classified in class 29, subclass 407.050. 

II. Claims 8-13, drawn to method of using a device for sizing piston rings, 
classified in class 29, subclass 888.076. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are related as product and process of use. The inventions can 
be shown to be distinct if either or both of the following can be shown: (1) the process 
for using the product as claimed can be practiced with another materially different 
product or (2) the product as claimed can be used in a materially different process of 
using that product (MPEP § 806.05(h)). In the instant case the product as claimed can 
be used as a device for installing a bearing within a cylinder without canter or measuring 
the diameter of a bore. 

3. Because these inventions are distinct for the reasons given above and the 
search required for Group II is not required for Group I, restriction for examination 
purposes as indicated is proper. 

4. During a telephone conversation with Edward Greive on December 1 , 2005 a 
provisional election was made with traverse to prosecute the invention of Group I, 
claims 1-7. Affirmation of this election must be made by applicant in replying to this 
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Office action. Claims 8-13 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1-4 are rejected under 35 U.S.C. 102(b) as being anticipated by Smith 
(US Patent No. 3,287,812). 

7. Regarding claim 1 , Smith teaches a device capable of positioning a ring in a 
cylindrical bore of a cylinder so that the ring is perpendicular to the axis of the bore 
comprising, a first segment (B) having a tongue adapted to be received in the groove of 
a second segment (D). The tongue is held in the groove at a position determined by the 
diameter of the bore and both segments have a surface to be received in the bore (24). 
Both surfaces (24) are the same height so that when they are positioned in the bore the 
bottom of the surfaces are capable of engaging the ring to position the ring 
perpendicular to the axis of the bore (figure 1). 

8. Regarding claim 2, Smith teaches that the surfaces of the first and second 
segments are arcuate (22, figure 8) and together define a portion of the circumference 
of a circle the size of which is dependent on the relative position of the tongue in the 
groove. 



Application/Control Number: 10/822,278 Page 4 

Art Unit: 3726 

9. Regarding claim 3, Smith teaches that the firstand second segments each have 
a lip above the surfaces for insertion, this lip being adapted to rest on the top edge of 
the cylinder (figure 1). 

10. Regarding claim 4, Smith teaches a means to attach the first and second 
segments i.e. the tongue and groove with scrolling knob. 

Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Smith in 
view of Matsumiyah et al. (US Patent No. 6,594,915). Smith teaches the structure 
above but does not teach that the means for attaching is a hand screw with a threaded 
shaft. Matsumiyah teaches a set of calipers that include a set-screw (14) for locking the 
position to the calipers. It would have been obvious to one of ordinary skill in the art at 
the time of invention to apply the set screw of Matsumiyah to the calipers of Smith in 
order to lock the location of the segments into place to make sure the measurement 
taken isn't lost when the calipers are moved for easier viewing of the device. 

13. Claims 6 and 7 objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 
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14. The following is a statement of reasons for the indication of allowable subject 
matter: The prior art does not show a screw threaded through a slot in the groove into a 
hole in the tongue that can successfully be combined with the rejection above. 



1 5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher M. Koehler whose telephone number is 
(571) 272-3560. The examiner can normally be reached on Mon.-Fri. 7:30A-4:00P. 

17. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bryant can be reached on (571) 272-4526. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

18. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 




Christopher M. Koehler 
December 2, 2005 
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